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What%is%Intellectual%Property?%

•  Legal%rights%to%intangible%crea1ons%
%

%industrial,%scien1fic,%ar1s1c,%literary,%musical%

•  Patents%
•  Designs%
•  Trademarks%

•  Copyrights%
•  Trade%Secrets%



For%example,%smartphone%



Why%should%you%be%interested%in%patents?%

– CuRng%edge,%state%of%the%art%

– Huge%importance%to%the%economy,%science,%

technology,%arts%%

– Recession%made%IP%even%more%valuable%

– Valua1on%of%companies%

– Funding%of%research%based%on%number%of%patent%

applica1ons%filed%

– Major%policy%issues%



…because%everybody%filing%patents%



Companies%filing%the%largest%number%of%patents%
W%“patentDocs”%blog%

Note%the%industries!%



Mone1zing%Patents%is%a%BIG%industry%

•  Licensing%patents%
–  IBM%~$1%billion/yr%

– Qualcomm%~%$6%W$10%billion/yr%

–  Caltech%~$30%million/yr%

– Nortel%sold%its%patents%for%~$4.5%billion%
•  Patent%aggrega1ng%companies%(eg.%Intellectual%
Ventures,%RPX)%

•  Patent%Licensing%Companies%(MOSAID,%WiLAN)%

•  Patent%trolls%(eg.%NTP)%



Who%patents?%

•  Large%and%medium%sized%corpora1ons%

–  Pfizer,%Bombardier,%RIM,%CAE,%Proctor%&%Gamble%

•  Universi1es%
•  Hospitals%
•  StartWUps%
•  Inventors%working%in%their%basements%

















Vehicles%

Bombardier%

Honda%

Airbus%



Consumer%products%

Smartphone%devices,%applica1ons%

Interac1ve%crowd%game%technology%

Augmented%reality,%virtual%shopping%



Image%processing% Quantum%dot%manufacturing%process%

LED%fixtures,%op1cal%fibers%

Medical%devices%



Waste%management%

%

Crazy%machines% Bathroom%fixtures%

Trading%methods%



Undergraduate%studies%

(Applied%Physics)%

Graduate%studies%

(MS,%PhD,%Applied%Physics,%%

Minor%in%Materials%Science)%

Postdoctoral%Research%

Teaching%

Patent%Law%firm%

My%Path%from%Physics%to%Patents%



Should%I%really%be%giving%advice%to%anyone?%



What%does%a%Patent%Specialist%do?%

•  Write%

•  Read%
•  Research%(webWbased)%
•  Communicate%with%clients%–%scien1sts,%engineers,%

lawyers,%business%people,%other%patent%

professionals…%



What%Exactly?%

•  Patentability%Search%
•  Dral%patent%applica1ons%
•  Prosecu1on%–%argue%with%the%patent%office%

•  Analysis%&%Opinions%
– Patentability%
– Freedom%to%Operate%

–  Infringement%

– Validity%
•  Advise%regarding%strategy,%costs,%1meline%

%



How%does%my%physics%background%help%in%

my%career%as%a%patent%specialist?%

•  Science%%
– mechanics,%E&M,%chemistry,%circuits,%op1cs%

•  Technical%skills%%
–  fabrica1on,%programming,%image%processing%

•  Other%relevant%skills%
–  Reading%dense%papers%%%
–  quickly%skimming%papers%

–  Performing%searches%

–  staying%abreast%of%new%developments%in%the%field(s)%

–  Interac1ng%with%a%wide%range%of%personali1es%



Useful/Desirable%Skills%

•  Ability%to%write%precisely%and%clearly%
•  Ability%to%synthesize%large%amounts%of%material%

•  Ability%to%work%under%1me%constraints%

•  Organiza1on%
•  Aoen1on%to%detail%
•  Breadth%of%knowledge%



Work%Environment/Lifestyle%

•  At%a%desk/computer%in%an%office%%

•  Mostly%work%alone%

•  Flexible%hours%but%also%need%to%work%in%the%
evenings,%weekends,%holidays%etc.%when%necessary%

•  Deadlines%%
•  Need%to%keep%track%of%1me%spent%on%various%tasks%

•  Colleagues%not%that%different%from%a%lab%
environment,%really%varies%depending%on%the%
company%



Where%does%a%Patent%Specialist%Work?%

•  Legal%firm%

•  Patent%Office%

•  InWHouse%
–  Large%companies%(IBM,%Bombardier,%Ericsson,…)%

– Universi1es%
– Government%(NRC,%Health%Canada,%…)%

–  “Centers”%(private/provincial/federal,%MaRS%Center,%

hospitals,%incubators,…)%

•  Solo/Independent%prac1ce%



General%aspects%of%the%profession%

•  Generally%in%larger%ci1es%

•  Can%work%as%an%solo%prac11oner%
%%

•  Constantly%changing,%need%to%stay%abreast%of%
developments%



Things%I%like%about%my%job%

•  Variety%
•  Get%into%the%nioyWgrioy%details%how%things%work%
but%also%keep%the%big%picture%in%mind%

•  Dealing%with%technological,%commercial,%legal%
challenges%

•  Work%is%influenced%by,%and%in%turn%influences,%
many%different%areas%(policy,%laws,%interna1onal%
trea1es,%market,%compe1tors)%

•  Interna1onal%aspect%
•  Clear%targets%for%advancement%(billable%hrs/year)%



Things%I%like%less%

•  Difficult%exams%

•  Subjec1ve%unlike%physics%W%olen%there%is%no%RIGHT%or%
WRONG%answer%

•  Lots%of%details%
–  Forms,%rules,%deadlines%

•  “Service%Industry”%%
–  Some1mes%you%are%not%part%of%the%decision%making%process,%

you%do%what%the%client%tells%you%to%do,%even%if%you%disagree.%%%

•  At%the%end%of%the%day,%it’s%a%business%
–  People%get%fired,%laid%off,%people%get%hired,%products%get%

shelved,%clients%business%goes%bankrupt%

•  Surrounded%by%lawyers!%



If%you%want%to%work%in%IP%

•  Get%a%strong%and%broad%background%in%
science/technology%

•  Gain%experience%working%in%the%science/tech%
•  Maybe%get%a%law%degree%(not%necessary)%

•  Contact%people%in%the%industry,%keep%an%eye%
out%for%openings%

•  Get%your%foot%in%the%door%%
•  Take%the%Patent%Agent%Exams%



Ques1ons?%


